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characterization of the polypeptide encoded thereby by employing those methods that were old 
and well known in the art at of molecular biology at the time the invention was made would have 
been prima facie obvious to an artisan having ordinary skill. The motivation is to further 
characterize the properties of the isolated channel protein in a lipid bilayer system. 

Conclusion 

8. No claims are allowed. 

Advisory Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph F. Murphy whose telephone number is 703-305-7245. 
The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Chan can be reached on 703-308-3973. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-305-3014 for regular 
communications and 703-308-0294 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0196. 



Joseph F. Murphy, Ph. D. 
Patent Examiner 
Art Unit 1644 
December 27, 1999 
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vector pT7T3. The polypeptide encoded by this polynucleotide would be identical to a fragment 
of the polypeptide set forth in SEQ ID NO: 2, thus anticipating claims 5-8. 

b. Claims 2, 5-8 rejected under 35 U.S.C. 102(b) as being anticipated by FR 2744730-Al 

(1997). 

FR 2744730-Al discloses the cloning of a cDNA sequence encoding a TWIK1 potassium 
channel. The TWIK1 channel protein disclosed in FR 2744730-Al contains a stretch of bases 
from 529-549 that is identical to the polynucleotide sequence set forth in SEQ ID NO: 1 (see 
Sequence Comparison B, underlined region, attached), thus anticipating claim 2(i). Furthermore, 
the polynucleotide disclosed in FR 2744730-Al was cloned into an expression vector, and 
expressed in oocytes (page 20, first paragraph), thus anticipating claims 5-8. 

Claim Rejections - 35 USC § 103 
7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

XS£ SS^^tZrT j r identica,ly disclosed or described as * forth - 

such that the subj^n^ 

having ordinary skill in the art to which said «>^S£^^Z^^ T "** ■* !! £" °" 
manner in which the invention was made. Patentability shall not be negatived by the 

a. Claims 2 and 5-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over FR 
2744730-Al (1997). 

The disclosure of FR 2744730-Al is set forth above (section 6b.). However, FR 
2744730-Al does not teach a method for producing the polypeptide encoded by the disclosed 
polynucleotide. To have incorporated the recombinant DNA identified in the disclosure of FR 
2744730-Al into an expression vector and host cell to facilitate the production and 
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under conditions of moderate stringency, for example, would fail to hybridize under conditions 
of high stringency. The metes and bounds of the claim thus cannot be ascertained. This 
rejection could be obviated by supplying specific conditions supported by the specification 
which Applicant considers to be "stringent". Applicant should specifically point out the support 
for any amendments made to the disclosure. See MPEP 714.02 and 2163.06 

Claim 2, sections (i) and (s), is indefinite in the recitation of the term "fragments". This 
language is vague and indefinite since it encompasses potentially any portion of the polypeptide 
including a single amino acid. There is no guidance provided as to what specific sequences the 
term "fragments" refers to. Therefore, the metes and bounds of the claim are unclear. 



Claim Rejections - 35 USC § 102 
6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

a. Claims 2 and 5-8 are rejected under 35 U.S.C. 102(b) as beingSmticipated by Marra et 
al(1996). 

Marra et al. discloses the cloning of a cDNA which is identical from bases 309 to 331 to 
the sequence set forth in SEQ ID NO: 1 (see Sequence Comparison A, underlined region, 
attached). Since this stretch of bases is more than 15 bases long, it is within the limitations of 
claim 2(i). Furthermore, the sequence disclosed in Marra et al. was cloned into the expression 



